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I. TRADE-MARKS GENERALLY. 
1. Nature or Trape-Marx Rionrts. 


§ 1. Character of Right. 
b. Basis of Right. 

The law of trade-marks is but a part of the broader law of unfair 
competition, the essence of the right to protection of a trade-mark being 
that the claimant has an established good-will, which it has symbolized 
by marks, names, or other indicia; and the essence of the wrong consists 
in the sale of the property of one manufacturer or vendor for that of 
another. 348 


e. Exclusiveness. 

The degree of appropriation accorded to the originator of a trade- 
name often varies with the kind of name he originates, a name truly 
arbitrary, strange and fanciful being more specifically distinctive of a 
single origin than when it is frequently used by many and in differing lines 


of business. 185 


I, 1, § 2. Eatent of Right. 
a. As to Territory. 
The use of a trade-mark for bread gives the user no right in its use 
for a different kind of bread, made in a different place, for local trade, 
exclusively. 288 


It is not the trade-mark, but the good-will in connection with which 
the mark is used, that is protected, and the proprietor of a trade-mark 
cannot monopolize markets that his trade has not appropriated. 348 


Prior adoption and use of trade-name and advertising paraphernalia 
by company operating retail grocery stores at Galveston and Houston, 
did not give it exclusive right to use them in Beaumont, to which its mar- 
ket did not reach. 470 


b. As to Goods. 

While distinctive names such as “Kodak,” or “Ford” will be broadly 
protected in all cases where damage will be inflicted by unauthorized use, 
words like “Blue Ribbon,” “Star” and “Noxall” may be protected only 
within the range of use upon similar goods. 152 
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The owner of a trade-mark has a property right in it only in relation 
to the trade in which he uses it, and is entitled to exclude others from 
its use only in that trade, or in a trade so closely related to it that it is 
found to be the same line of trade. 295 







I, 2. Wat May Be a Trape-Mark. 


































I, 2, § 1. Color. 

A colored band placed on the inside wall and at one end of a section 
of cylindrical pipe cannot constitute a valid trade-mark, since there can 
be no valid trade-mark in color alone. 29 


I, 2, § 3. Descriptive and Generic Terms. 

Words, marks, or names not denoting origin or ownership, but merely 
descriptive and commonly and commercially known and used in trade 
as descriptive of quality, class, grade, or composition of article sold, are 
not valid trade-marks. 431 


The words “Red” or “Red Leaf,” commercially used to designate 
grade of tobacco, cannot be appropriated as trade-marks, notwithstand- 
ing leaf is not actually red in color, or that an order for “Red Leaf,” 
nothing more appearing, would be too indefinite to fill. 431 


I, 2, § 4. Marks Publici Juris. 
(For other marks under this section see II, 8, § 4) 
A mark or symbol, used primarily to denote grade or quality and not 
origin, cannot become a valid trade-mark. 191 


“Aseptikons,” for vaginal suppositories, held publici juris. 435 
The mere adoption of a trade-mark does not establish its validity, but 


right must grow out of its use; and a mark which is common to the trade 
cannot become a valid trade-mark. 524 





I, 2, § 8. Structural Features of Goods. 

A trade-mark consisting of two rings of one or more beads, or the like, 
each concentric with the inner and outer periphery of the side walls of 
an automobile tire and serving to frame the usual lettering on the side 
wall, held invalid, since a similar mark for side walls of tires had been 
patented before plaintiffs first use of such mark. Moreover, the trade- 
mark is merely an additional feature of decoration and ornamentation, 
and so far dominated by other distinctive features as to cease to be a dis- 
tinguishing mark indicating origin. 449 
xx 
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I, 2, § ll. Letters and Numerals. 

Letters, or initials in combination, and in some cases a single letter, 
if used by a manufacturer to designate the goods he manufactures to 
distinguish them from those made by another, may constitute a valid trade- 
mark. 191 


Complainant for several years manufactured and sold lubricating oils 
for automobiles under the trade-mark “Autoline,” which it registered. 
Later it compounded a nonchatter oil, especially adapted for Ford cars, 
which it sold at first under the name “Ford Autoline,” and later “F Auto- 
line.” It registered as a trade-mark a symbol consisting of the letter “F,” 
in connection with the words “Autoline” and “For Ford Cars.” In its 
advertising it printed lists in which it recommended F. Autoline for Ford 
cars, and each of several other grades, designated by numerals for different 
makes of car. Held that the letter “F” as so used designated the kind or 
grade of oil and not origin, and was invalid as a trade-mark. 191 


I, 3. Trrze to a Trape-Marx. 


I, 3, § 1. Creation. 

The ownership of a trade-mark is distinct from the right of regis- 
tration, since the former may be acquired by either an interstate or an 
intrastate use of the mark, while the latter is gained solely from inter- 
state use. Therefore, the use by appellant of the mark in intrastate com- 
merce prior to the appellee’s use in interstate commerce gave him title 
to the mark and the right to register it, notwithstanding that his use 
thereof in interstate commerce was subsequent to the appellee’s. 253 


Priority in use of a trade-mark is fundamental on question of exclu- 
sive appropriation. 524 


I, 3, § 2. Assignment and Devolution. 
a. By Sale of Business. 
A trade-name cannot be assigned, except as an incident to the sale 
of the business and good-will in connection with which it has been 
used. 147 


Where A. J. Bates, appellee’s predecessor, and J. E. Bates, appel- 
lant’s predecessor, dissolved in 1905 the partnership existing between them, 
the firm making over to A. J. Bates all the property held by the former 
in Webster, Mass., including all assets of “every name and nature,” such 
transfer included the trade-mark “The Bates Shoe”; and the registration 
thereof made by appellee in 1906, held lawful. 259 
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Generally, a trade-mark, in and of itself, and apart from any busi- 
ness or product to which it is appurtenant, is not a subject of convey- 
ance; and it follows that conveyance of good-will of business, in connec- 
tion with the business itself, carries with it trade-names and trade-marks 
under which the business is carried on. 303 







d. By License under Contract. 

A contract, whereby distributor of spring water sold established busi- 
ness in certain territory, and granted to buyers the exclusive agency in 
such territory for a certain period, required buyers to cease using distrib- 
utor’s trade-mark on expiration of such period, though the contract did 
not specifically so provide. 303 


Where distributor of “Chippewa” spring water sold its established 
business in certain territory, and gave buyers exclusive right to sell its 
product in such territory for a certain period, and where buyers in dis- 
tribution of the water in such territory used label showing picture of 
Indian maiden sitting at spring or waterfall, and the distributor, with 
buyers’ consent, during period of contract, used such picture in its adver- 
tisements, both distributor and buyers, in distribution of other water fol- 
lowing expiration of contract, could use emblem, though buyers could 
not use trade-name, “Chippewa,” therewith; pictures of Indian maidens 
being employed in a wide variety in trade, and there being nothing in 
the figure to suggest the name, “Chippewa,” or springs bearing such 
name. 303 


I, 3, § 3. Abandonment. 
The use of an established trade-mark on a new product as a grade 
mark is an abandonment of the symbol as a trade-mark, and justifies 
its use in the same way by any one else. 192 


To establish a defense of abandonment, it is necessary to show not 
only acts indicating practical abandonment, but an actual intent to aban- 
don; and the registration by third parties of marks containing the syl- 
lables “Co” or “Ko” for similar goods, without opposition by plaintiff, 
was not sufficient to prove abandonment by the latter of its “Nucoa” 
trade-mark. 208 


I, 3, § 4. Under Trading with Enemy Act. 
It was the apparent intention of Congress to sell enemy property as 
fully as the owner thereof could sell; and property so conveyed gave the 
purchaser the exclusive right to carry on the business in the United 
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States, with the right of protection of a court of equity from interfer- 
ence by the alien concern. 215 


In an action for infringement of the name “Hunyadi Janos” used 
on mineral water, brought by the purchaser of the original business in 
the United States under the Trading with the Enemy Act, held that the 
original owners had carried on the business of importing and selling such 
water extensively enough to acquire a good-will, and that a sale of said 
business transferred the trade-marks, not as appurtenant to the wells in 
Hungary, but as appurtenant to the business carried on here. 216 


When, after plaintiff had acquired by purchase from the Alien Prop- 
erty Custodian all the good-will, trade-marks, and rights appurtenant to 
the importation and sale in the United States of “Hunyadi Janos” water, 
defendant imported it under the original labels and sold it in the United 
States, he was guilty of unfair competition. 216 


Where the Alien Property Custodian in 1918 seized and sold to plain- 
tiff two trade-mark registrations, consisting of the words “Hunyadi Janos,” 
and pictorial matter, and later assigned to plaintiff’s assignor defendant’s 
business “as a going concern,” together with certain trade-marks, not 
including, however, two trade-mark registrations granted in 1887, having 
never been possessed of the latter registrations, the Custodian could not 
have sold them. 511 


I, 3, § 6. Forfeiture. 

Complainant, first to use the name “Fisk Teachers’ Agency,” as the 
title of a teachers’ agency located in Boston, by licensing the use thereof 
to similar agencies located in ‘different sections of the country, which 
agencies were advertised by complainant under such names, lost the right 
of protection to its exclusive use, inasmuch as the name, instead of desig- 
nating the parent agency, had come to be associated in the minds of 
patrons and public, with the local offices bearing it. 147 


Where the sale of a trade-mark, in connection with the business and 
good-will, from the appellant to appellees by the former’s president was 
unauthorized by the directors of appellant corporation, held that appellees 
gained no title to the mark thereby. 470 


I, 4. INFRINGEMENT. 


§ 1. Elements. 

While general fundamental rules may be considered in determining 
the question of infringement, with relation to the particular words of a 
xxiii 
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trade-mark, to a large extent the case must stand or fall on the facts 
peculiarly applicable thereto. 431 


I, 4, § 2. Conflicting Marks. 
(For other marks under this head, see II, 8, § 20) 
The following marks were held to conflict: 
“Pecoa” with “Nucoa” 
“Frenchy” with “Frenchees” 
“Gotham Gold Stripe” with “Gold Mark” 


The fact that a lemon product is a constituent element of a washing 
powder does not give the maker the right to prevent another manufac- 
turer, who also uses a lemon product, from stressing that fact to the pub- 
lic. All he can ask is that the particular device used by him to designate 
his goods shall not be so closely simulated as to cause confusion in the 
minds of ordinary purchasers. 286 


It is no test of infringement that public can point out dissimilarity 
between plaintiff’s and defendants’ labels, when placed side by side, but 
the test is whether the similarity is such that it would mislead ordinary 
purchaser. 368 


Plaintiff, which uses the trade-mark “G. G. G.” in its business, is 
entitled to an injunction restraining the defendants from infringing upon 
said trade-mark by the use of initials “G. & G.” similar to plaintiff’s trade- 
mark, where it is evident that defendants’ device was deliberately copied 
from plaintiff's device. The fact that the initials used by the defendants 
represent the first letters of the defendants’ last names does not neces- 
sarily permit them to infringe upon the rights of the plaintiff, since the 
rule that a person may employ his own name to distinguish his business 
does not extend to the use of initials. 540 


I, 4, § 3. Goods of Same Descriptive Properties. 
The following were held to be goods of the same descriptive prop- 
erties: 
Popcorn and chewing gum 


The following were held to be goods of different descriptive prop- 
erties: 
Wheat flour, and prepared pancake flour 
Wheat flour and stock food 
Overcoats, coats, vests and trousers and hats 
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I, 4, § 5. Defenses. 
a. Misrepresentation. 

Where complainant in 1915 adopted the name “Bond” as a trade- 
mark for its bread made and sold in certain cities and States, other than 
Rhode Island, and in 1921 instituted a bread-making contest among the 
women of Providence, R. I., stating that the prize-winning recipes would 
be used in making a bread to be called “Bond” bread, a distinctly Rhode 
Island product, but in fact never used said recipes in making such bread, 
which was always made after established formulas used in other states, 
held that, because of such misrepresentation, complainant acquired no 
good-will or other rights in the name “Bond” as against a local baker’s 
right to the words “Liberty Bond” for bread, adopted by him without 
knowledge of the complainant’s use of the word “Bond” in other 
states. 288 


b. Estoppel. 

Where appellant, who was first to adopt and use the word “Vise” as 
a trade-mark for clips, subsequently sold to appellee his good-will and 
business therein, but later formed a selling agreement with the latter 
and built up an extensive business in the goods, and said goods bore for 
eight years appellant’s name thereon as maker, appellee was estopped 
to prevent the use of the mark by appellant; provided use was such as to 
plainly indicate that the goods are the latter’s product. 30 


Appellant, in failing for more than ten years to act to protect his 
rights, having full knowledge of the use of the alleged infringing mark 
by appellee, held to have forfeited his right to relief. 185 


I. 5. Surrs ror INFRINGEMENT. 


I, 5, § 2. Parties and Liability. 

Plaintiffs, manufacturers of heating apparatus, could not be held in 
contempt for violation of injunction against infringement of trade-mark 
because dealer was offering for sale furnace they had manufactured, with 
such trade-mark attached thereto, where plaintiffs had no control over 
dealer, and after his actions were brought to their attention, forwarded 
new plates with different name thereon to be placed upon the fur- 
naces. 355 


I, 5, § 3. Evidence. 
In suit for violation of registered trade-mark, it is not necessary to 
show wrongful intent or facts justifying an inference thereof. 191 
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trade-mark, to a large extent the case must stand or fall on the facts 
peculiarly applicable thereto. 431 
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It is no test of infringement that public can point out dissimilarity 
between plaintiff's and defendants’ labels, when placed side by side, but 
the test is whether the similarity is such that it would mislead ordinary 
purchaser. 368 


Plaintiff, which uses the trade-mark “G. G. G.” in its business, is 
entitled to an injunction restraining the defendants from infringing upon 
said trade-mark by the use of initials “G. & G.” similar to plaintiff’s trade- 
mark, where it is evident that defendants’ device was deliberately copied 
from plaintiff's device. The fact that the initials used by the defendants 
represent the first letters of the defendants’ last names does not neces- 
sarily permit them to infringe upon the rights of the plaintiff, since the 
rule that a person may employ his own name to distinguish his business 
does not extend to the use of initials. 540 
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I, 4, § 5. Defenses. 
a. Misrepresentation. 

Where complainant in 1915 adopted the name “Bond” as a trade- 
mark for its bread made and sold in certain cities and States, other than 
Rhode Island, and in 1921 instituted a bread-making ccntest among the 
women of Providence, R. I., stating that the prize-winning recipes would 
be used in making a bread to be called “Bond” bread, a distinctly Rhode 
Island product, but in fact never used said recipes in making such bread, 
which was always made after established formulas used in other states, 
held that, because of such misrepresentation, complainant acquired no 
good-will or other rights in the name “Bond” as against a local baker’s 
right to the words “Liberty Bond” for bread, adopted by him without 
knowledge of the complainant’s use of the word “Bond” in other 
states. 288 


b. Estoppel. 

Where appellant, who was first to adopt and use the word “Vise” as 
a trade-mark for clips, subsequently sold to appellee his good-will and 
business therein, but later formed a selling agreement with the latter 
and built up an extensive business in the goods, and said goods bore for 
eight years appellant’s name thereon as maker, appellee was estopped 
to prevent the use of the mark by appellant; provided use was such as to 
plainly indicate that the goods are the latter’s product. 30 


Appellant, in failing for more than ten years to act to protect his 
rights, having full knowledge of the use of the alleged infringing mark 
by appellee, held to have forfeited his right to relief. 185 


I. 5. Surrs ror InrrinGEMENT. 


I, 5, § 2. Parties and Liability. 

Plaintiffs, manufacturers of heating apparatus, could not be held in 
contempt for violation of injunction against infringement of trade-mark 
because dealer was offering for sale furnace they had manufactured, with 
such trade-mark attached thereto, where plaintiffs had no control over 
dealer, and after his actions were brought to their attention, forwarded 
new plates with different name thereon to be placed upon the fur- 
naces. 355 


I, 5, § 3. Evidence. 
In suit for violation of registered trade-mark, it is not necessary to 
show wrongful intent or facts justifying an inference thereof. 191 
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If a good trade-mark is infringed, no proof is required to show 
wrongful intent nor facts from which an inference of such wrongful in- 
tent may be made; whereas, if not a good trade-mark, and relief is given 
under the law of unfair competition, the evidence must prove such wrong- 
ful intent in fact or justify such an inference from the inevitable conse- 
quences of the act complained of. 441 


Whether deception of the public be a substantive ground or an evi- 
dential test of trade-mark infringement, it is a factor which enters into 
every court’s consideration of what it shall find to be dishonest and unfair 
dealing. 479 


I, 5, § 5. Defenses. 
Where color combinations and size of fountain pens were matters 
common to the trade, purchaser was chargeable with such knowledge, and 
was bound to examine name on label or other markings. 524 


In suit for infringement of trade-mark for fountain pens, circum- 
stances held not to justify relief to defendant for letters written by plain- 
tiff to trade, asserting its supposed rights, where plaintiff acted in good 
faith, and evidence showed no damage to defendant. 524 


c. Laches. 

Relief will not be denied the plaintiff on the ground of laches, though 
it had knowledge of defendants’ use of the trade-mark in question and 
made no protest, for the doctrine of laches is not applicable in actions 
of this character. 540 


I, 5, § 6. Relief. 
In a suit to restrain unfair competition, the relief must follow the 
bill, and not be broader than its allegations. 335 


a. Injunction. 
Injunction is not an appropriate remedy for past infringement, and 
will lie only to prevent further injury when actually threatened. 355 


In suit to enjoin infringement of trade-mark, where defendants, on 
plaintiff's complaint, promptly ceased using latter’s trade-mark “Master” 
on their goods and stationery, and instructed their salesmen to cease using 
its mark, held that defendant had abandoned use of plaintiff's trade-mark 
and there was no reasonable ground for apprehension on part of plaintiff 
of further infringement by defendant. 355 
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b. Damages. 

In determining a basis for damages, neither trade discounts nor the 
amount of the drawing accounts of the members of defendant’s firm can 
be allowed as part of cost of production. Neither can a manufacturer 
deduct arbitrarily an item of interest on his investment as part of 
such costs. 489 


ce. Accounting of Profits. 

Where distributor of spring water sold its established business in 
certain territory, and gave buyers exclusive right to distribute water 
therein for certain period, and buyers, after expiration of such period, 
continued, without distributor’s consent, to use trade-name, without any 
effort on part of distributor to enter such territory, the accounting period, 
in allowing distributor damages for infringement should date from time 
when distributor entered the market as buyers’ competitor. 303 


A bill in equity for a naked accounting for profits and damages 
against infringer of trade-mark cannot be sustained, the remedy at law 
being complete and adequate. 355 


In determining the amount of damage in a trade-mark case where 
it is impossible to obtain from the infringers’ books the exact profits, the 
same rule should apply as in patent cases, namely, what a reasonable 
profit would be under the given conditions. 489 


Recovery of profits from defendants should be based on a use of the 
infringing label from the date of a decision in plaintiff’s favor in a similar 
case to the present time. 489 


The findings of the master that plaintiff was deprived of the sale 
of 18,849 dozen bottles of sauce, with a profit of $1.20 per dozen, held not 
warranted, because of failure to show actual loss of sales, especially as, in 
spite of numerous other infringing sauces, plaintiff's business steadily 
increased. 489 


I, 5, § 7. Decree. 
b. Modification. 

In spite of the fact that the word “All-Steel” had not acquired a 
secondary meaning, being descriptive and hence publici juris, because of 
former unfair practices, defendant was enjoined from the trade-mark use 
of the word, but permitted to use it in describing its automobile 
bodies. 521 
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I, 5, § 8. Review. 
The Circuit Court of Appeals will not reverse an order of District 
Court granting preliminary injunction in trade-mark infringement case, 
unless it appears that the Court abused its discretion. 179 


When the reference is by consent of the parties, while the master’s 
findings of fact are not absolutely conclusive, they are attended by strong 
presumption of correctness. However, any conclusiveness as to his find- 
ings of fact does not extend to findings of law. 521 


II. REGISTRATION OF TRADE-MARKS. 
II, 4. Errect or ReoGistrarion. 


II, 4, § 2. Act of 1908. 
The registration of a trade-mark by the Patent Office furnishes a 
strong presumption of its validity. 191 


Since rights in trade-marks are of common-law origin and appur- 
tenant to an established business in connection with which they are used, 
the federal registration of a trade-mark for use in interstate commerce 
gives no right to its use in a purely local business, subsequently estab- 
lished, as against a local prior user. 288 


Adoption and registration of the words “Oh Henry” as a trade-mark 
for candy held not to give the owner the right to prevent the use by an- 
other of the word “Oh,” followed by any other Christian name. 339 


Registration does not create a trade-mark and is not essential to 
its validity; and the federal registration Act is without effect to extend 
or limit, except in interstate commerce as to remedies, the substantive 
rights which persons have in trade-marks at common-law. 348 


The subsequent registration of a trade-name by anyone cannot affect 
the common-law rights of a prior user, the purpose of registration being 
to facilitate the remedy and in such cases it confers no new rights. 470 


II, 4, § 3. Act of 1920. 

One purpose of the Act of 1920 is to allow our own citizens to regis- 
ter in our office trade-marks which are excluded by the Act of 1905, to 
enable them to obtain registration in foreign countries in which the marks 
might be good trade-marks. 42 
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While the Act of 1905 does not specifically prohibit registration in 
view of an international registration, it gives to registrations thereunder 
certain effects and the office would stultify itself in granting a registra- 
tion under the Act of 1905, which registration is prima facie evidence of 
ownership, when the records of this office show that someone else had 
a registration for the same mark. 543 


II, 5. Tue Appuication. 


II, 5, § 2. Drawing. 
Applicant held entitled to register if drawing be amended to show 
the mark as shown in specimens. 129 


II, 5, § 4. Statement. 
d. Description of Mark. 
Where applicant points out on the top of its carton that the trade- 
mark for the protection of the public is “Nujol,” the Patent Office is 
justified in refusing to believe that its carton is its trade-mark. 42 


II, 5, § 7. Amendment of Application. 
Where in an opposition to the registration of a mark consisting of 


the words “Red Point,” and a red disk by owner of a mark consisting 
of a red disk, affidavits were filed by applicant showing the discontinuance 
of the use of the red disk, the application was accepted. 504 


II, 7. Srare Decisis. 


Refused to reopen opposition, involving the trade-marks “Fashion- 
bilt” and “Fashionknit,” where the only reason urged therefor was that 
the office had, subsequently to a decision relied upon by the examiner 
in denying a motion to dismiss, rendered another decision, the holding 
of which is said to be in conflict with that of the former decision. 546 


II, 8. Reorstraste Marks. 


II, 8, § 1. Color. 

A trade-mark for metallic fence posts, consisting in coloring the 
entire post one color, as, for instance, green and then coloring the base of 
the post, from a point at or just above the ground line down, with a 
contrasting color, as with a heavy extra coat of tough, rust-resisting, 
black asphaltum, thus making the post have a double-coated base, held 
unregistrable, under Leschen & Sons Co. v. Broderick & Bascom Co., 201 
U. S. 166. 316 
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II, 8, § 3. Descriptive and Generic Terms. 
a. Under Act of 1920. 
The word “Al-Kol” is a mere misspelling of “Alcohol,” and is descrip- 
tive of the goods in which it is used, as well as of the opposer’s goods. 37 


The term “trade-mark” does not apply to a carton which is designed 
to contain a bottle of goods covered by a registered trade-mark, with 
an assemblage of matter on the carton, including the trade-mark, a repre- 
sentation of the bottle, a representation of other articles suggestive of the 
manner of using the goods, laudatory statements, and various items of 
information, including name and address of the manufacturer, character 
and quantity of the contents of the bottle, directions for use, and matter 
describing the goods. 41 


The Act of 1920 specifically provides for registering only marks which 
are not technical trade-marks. Therefore registrations under this act 
must be treated differently from registrations under the Act of 1905. 53 


Adoption of a descriptive term by another subsequent to an appli- 
cation for registration is not sufficient ground for canceling a registration 
of that term. 53 


Held that, if the words “Ready for Use” are arbitrary and not de- 
scriptive, they are not registrable as a trade-mark under the Act of 
1920. 126 


Where the words “Ready for Use” do not actually indicate source 
or origin of the goods, held that they are not used as'a trade-mark. 196 


Appellant, which adopted the descriptive words “Speed Wagon” as 
a trade-mark for motor trucks, and registered it under the Act of 1920, 
held without right to exclude others from the use of the descriptive 
features of such mark, if used in such a'way as to distinguish the two 
marks. 159 


b. 1. Cartons and Labels. 
The Trade-Mark Convention of August 20, 1910, does not on its face 


include a wrapper, carton, or label. 42 


The following marks were held to be descriptive: 


“Black Pomade” for a hair-coloring preparation ......... 91 
“Everfresh Magnesia,” for citrate of magnesia ............ 91 
PS” Ces) Gar DOME ook i cites cc cccccencdeds 229 
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“Veribest,” for food products .............cceeeeeeeeeens 230 
“Urebest,” for food products ............ccccccseecercees 230 
“Radium-Glo,” for watches and clocks .................+5 231 
“Sealed,” for motor, illuminating and burning oils ........ 233 
“Gold Medal,” for hydrated lime ..............220eeeeeeee: $21 


A trade-mark consisting of “a series of circumferentially- 
disposed, outstanding blocks or elements, approximately 
diamond-shaped, and spaced by a series of grooves or 
lines which intersect each other at right angles, the blocks 
or elements being aligned on parallel cross-planes,” for 
belting, hose, machinery packing and non-metallic tires. 262 


“Opaline,” for varnishes and finishes .................++5+: 313 
“Metered Mail,” for post marking and stamp canceling 
machines having counting attachments ................ 314 
“Cop-Spotter,” for rear-view mirrors for automobiles ...... 323 
“Heemene Welget,” Fer SOMNMD oa cccccciccccccccscccssccces 323 
“Coco Cod,” for a tonic composed of extract from vege- 
tables, eggs, rice, yeast, cocoa and cod liver oil ...... 324 
“Filipino Drill,” for naval and military uniforms .......... 325 
“Speed Wagons,” for light motor trucks .................. 325 
Ue Ce OR DON Sv cct cco vedaseews ciescddubasmbaas's 378 
SEG WME BM, SOO GUE cic ec ccccccccscccdccsscess 379 
“Real Silk,” for certain fabrics ...........c.ecccecccccecs 380 
“Red” or “Red Leaf,” for tobacco .................2.005 431 
“Aseptikons,” for vaginal suppositories .................. 435 
“Wormix,” for vermifuge and stock conditioner .......... 453 


“Le Beau Narcisse-Claire” for perfumes and toilet waters.. 507 


The following marks were held not to be descriptive: 


“Excel-Rub” and “XI-Rub,” for rubbing alcohol .......... 267 
“Ripplette,” for cotton piece goods and goods of cotton 

SE SN GEE bok ccv eiinctnnaedctedwetisecidventaas 268 
“Pyro,” for fire brick and refractory cement ............. 329 
we PET ETL TTL TT TEEPE Cee ey 381 


II, 8, § 4. Marke Publici Juris. 


Use of color on tool handles, held publici juris. 


97 
Picture of mattress for mattresses, publici juris. 98 
236 


Word “Fashion,” on articles of clothing, held publici juris. 





“Austrian Prune Plum” and “South Haven Peach,” on fruit 
trees, scions, grafts, cuttings, stocks and roots, held 
publici juris. 331 
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II, 8, § 5. Geographical Terms. 

That applicant had used the word “Niagara,” as a mark indicating 
one grade of its shoes on which a trade-mark appeared, held not a suffi- 
cient ground for canceling the registrations under the act of March 19, 
1920, of the word “Niagara” and the word “Niagara,” with a picture of 
the Niagara Falls. 329 


The following mark was held geographical: 
UE, SURE. Ss ta sau ssces cae e Rs ee tw hee he weeaes 382 


The following mark was held not to be geographical: 
“Luzona,” for women’s underwear ...............eeeeeeees 312 


II, 8, § 6. Proper Names. 
“Bakeland,” held unregistrable, being name of individual. 176 


a. Under Act of 1920. 

Name “Johnson’s,” held not registrable to applicant for enamel and 
ready-mixed paints, since name “Johnston’s” was used with priority by 
another on like goods. However, mark held registrable for stains, crack- 
fillers and varnishes. 172 


II, 8, § 10. Corporate Names. 
The refusal of the Commissioner to register as a trade-mark the 
words “Pussy Willow” affirmed, as the registration of these words, being 
part of opposer’s corporate name, is prohibited by the act of 1905. 29 


An individual, firm, corporation, or association may register his or 
its name as a trade-mark, provided the registration be so accomplished 
as not to prevent a like use of the same name by others similarly 
entitled. ' 83 


The law does not permit the applicant corporation to adopt the 
dominant word in the name of the opposer corporation as ‘a trade-mark, 
even with the representation of an arrow printed across the word. 33 


The provisions of the Trade-Mark Act do not permit an individual, 
firm, corporation, or association of another name to affect the good-will 
of an established individual, firm, corporation, or association, built up 
under his or its'name, through adoption of that name or the salient and 
characteristic feature of that name as a trade-mark. 33 
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Held applicant was not entitled to register its corporate name as a 
trade-mark, since same had been in use by another concern. 56 


The word “Tech,” forming part of opposer’s corporate name, is not 
merely the name of the corporation “not written, printed, impressed, or 
woven in some particular or descriptive manner,” inasmuch as it is printed 
in white script letters against a black background. Held regis- 


trable. 83, 96 


“United,” held unregistrable, as being material part of name of sev- 
eral previously existing corporations. 96 


“Yale,” shown in octagonal border, held part of name of corporation, 
and unregistrable. 235 


Held that registrant was entitled to register, under the Act of 1920, 
the word “Certainteed,” for a dairy product, notwithstanding that this 
word formed part of the corporate name of the Certain-Teed Products 
Corporation, which manufactured goods that were not of the same de- 
scriptive properties as those of registrant. 271 


“Royal,” as trade-mark for blank books, held unregistrable, being 
part of a corporate title. 331 


Held that applicant, located at Belfast, Ireland, is entitled to register, 
under the Act of 1920, the word “Rotary” as a trade-mark for tobacco, 
cigars and cigarettes, notwithstanding that this word formed a part of 
the name of a club or society, whose date of incorporation was prior to 
the date of use alleged by applicant. 385 


“Crackerjack” held unregistrable as it is part of a corporate 
name. 427 


II, 8, § 14. Emblems of Societies. 
“Safty First,” held unregistrable, as the words “Safety First” are 
the insignia of the National Council of Industrial Safety. 93 


II, 8, § 15. Marks Deceptively Used. 
“A symbol or label claimed as a trade-mark, so constituted or worded 
as to make or contain a distinct assertion which is false, will not be 
recognized, and no right to its exclusive use can be maintained.” 166 


Where petitioner obtained a copyright for its label and placed on 
such label the notice “Registered Trade-Mark,” when in fact it had no 
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registration of the notation as a mark, and explained that this deception 
practiced upon the public was due to a mistake on the part of all the 
officers of the petitioner corporation in thinking they had obtained a 
trade-mark registration instead of a copyright for their label, held that 
the unintentional deception was not of a character depriving it of its right 
to use the mark as a trade-mark. 166 


II, 8, § 17. Advertising Slogans. 
The words “Beauty Aids for Every Need,” held unregistrable, being 
mere advertising slogan. 227 


Held that applicant is entitled, under the ten-year clause of the 
Trade-Mark Act of 1905, to register, as a trade-mark for varnishes, the 
expression, “The Oldest Varnish Makers in America.” 334 


II, 8, § 19. Part of Mark. 

Where an applicant endeavored to register less than his entire mark, 
the Court of Appeals has sustained the Patent Office in refusing to reg- 
ister what the applicant presented, on the ground that it was not his 
trade-mark. 42 


Where an applicant endeavors to register more than his entire mark, 
registration may be refused on the ground that it is not the applicant’s 
trade-mark. 42 


One may not segregate his trade-mark “and, by registering each 
of its features separately, thereby prevent the registration by another 
of any particular part of the mark as actually used, when such regis- 
tration and use by another would cause no confusion to the public.” 162 


Where appellee claimed right to the words “Just Like Dad’s” as a 
trade-mark for overalls, but used same thereon only as the minor feature 
of a label whereon the words “Little Man’s Overall” and the picture of 
a boy in overalls were prominent, held that such use was not a trade- 
mark use and gave appellee no right as against appellant to the use of 
the words first quoted. 162 


Held that applicant is not entitled to register the word “Derrick” 
as a trade-mark for a daily periodical, where it appeared that full title 
of newspaper was “The Oil City Derrick.” 428 


The adoption of a suggestive mark by one trader will not preclude 
all other traders from employing another mark of equal suggestiveness, 
xxxiv 














provided such other mark is not deceptively similar. Appellant, by the 
prior use on mattresses of a composite mark consisting of representations 
of a mattress, and in other sections thereof, of similar devices accom- 
panied by the half-figure of a woman, could not, by segregating his mark 
and registering each of its features separately, prevent the registration 
by another of any particular part of the mark as actually used, when 
such registration would cause no confusion in trade or prejudice the first 
user. 467 


II, 8, § 20. Conflicting Marks. 
The following marks were held to conflict: 
“Sealtex” with “Sealpax” 
“It’s Osce-Kola” with “Coca-Cola” .... 
“Rock Strong” and picture of rock, with “High Rock” and 
picture of rock 
“Commodore” with “Commander” 
“Sil-Kee Pongee,” and device of a butterfly, with the 
representation of a butterfly 
“Par-X-L” with “Par” 


“Goodeta” with “Uneeda” 
“Shi-Nall” with “Shinola” 





“Hofood” with “H-O” 

“Green Valley” with “Blue Valley” 

“Public Safety Bond” with “Public Service Bond” 

Maltese cross, with same 

“Mayflower Brand” with “Mayflower” and picture of ship.. 

“Cycol” with “Tycol” 

“Winchester Scout” with “Scout” 

“Montevallo-Straven” with “Montevallo” 

“Wick’s All-Around Relief Salve” with “Vick’s” (“Wick’s 
held a colorable imitation of “Vick’s”) 

“Boyshform” with “Bandobelt” 

“Granola” with “Mazola,” quere 

“Full-O-Life” with “Full-O-Pep” 

“Capitol” with picture of the National Capitol 

Picture of a scarlet tanager with wings outspread, just 
leaving a twig, with words “Pride of the West-India 
Linon,” and the representation of a bluebird perched 
on a twig, with wings outstretched, and bearing in its 
mouth a string attached to a disk displaying the word 
“Tupelo” 

“A white stripe placed adjacent the upper edge of the stock- 
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ing,” with a “golden stripe near the top of the stock- 

ing” and the words “Gold Stripe” ...............++--. 
Tae Tae” WH TRIN a oiiien ec eeicccctccvcdsvcecdsces 
Sale O” withn WTR ooo a 0.0 cin c ccconscccetecscescs 
A mark consisting of the representation of the earth with 
paint being applied thereto by representatives of differ- 

ent races, and having thereabove the word “Ivormica,” 
with the representation of the globe with a tilted can of 
paint pouring its contents thereover .................. 
“Rite” WE WTI ice it cond cc cie de peecdccece 
a ee OP OE ree 
“Finis. Pie,” wh “Saale GOO” as ek ks hoe Meetneweses 
a WI an oii oid amis Senin ds cwndsccendecs 
“Geld Gitipg,” with “Geld Ribbow”. 2.02.6 cccisccvccdscee 
i “ENG,” WE SUVITEEEE «oo oiics tec cdecieccessece 
“Hatageey” With SHAG aciiics sccicvcivncdeaevesescce 
| PR Te Me, UE 8 ic 5 coisa. sc cebaa nile owisidcldees 
Pe GE oak p xivic oe cen cwnpneeenesteracesves 
me ge en eee eee eee 
SOR a CT MUN 56k tei oes ones She ews er @ioue 
“Brookdale,” with “Brookfield” ...............ceeeeeeeees 
“Fashiontex,” with “Fashionknit” ..............0.0.eeeee0 
“ae” i oo oc ee a denn See ein ie cxecsnns< 
A picture of a boy and girl in Dutch costume, standing by 
a country road and eating a rusk, in association with 
the words “Old Dutch Rusk,” with a trade-mark con- 
sisting of the representation of a Holland or Dutch 
Mee re ee ee 

A trade-mark consisting of the words “Big Indian,” accom- 
panied by the representation of an Indian head, dressed 
after the fashion of an Indian chief, with a mark consist- 

ing of the words “Big Chief,” accompanied by a similar 
 MPPTeTTTr ie te OT yt Tiere ee re 


The following marks were held not to conflict: 

Pinca” Wee SCR ia cic csc atunsac ce cdacveqeesdees 

“Diamond A,” and diamond, with a diamond, containing 

words “Dinck * Dame? oie ass . siciss detncdccevsdeccvece 

Representation of a mattress, surmounted by a Greek cross 

whereon is a circle enclosing a cross, and words, “John 

, A. Schwarz Special Elastic Felt Mattress,” with other 
registered marks which include the device of a mattress, 

this being held public’ jurie ..........cccccccccccccecs 
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“Palm-Knit,” and picture of palm tree, with “Palm Beach” 
and device of two palm branches 

“Warranty,” with “Bond” 

“R. M. C.,” with “D. M. C.” 

“Devilon,” with “Red Devil” 

A mark consisting of the words “Red and White” and one 
consisting of the words “Black and White,” in the one 
case, and a mark consisting of a square divided by two 
diagonal lines into four equal triangles, two of which 
are red, alternating with two white ones; and a label de- 
sign divided by a diagonal line into two parts, one 
white, the other black, with the words “Black and 
White” shown thereon, in the other, held not decep- 
tively similar 

“Urebest,” with “Veribest” 

“Glo-Ben,” with “Radium-Glo” 

“Synthay Porcelain,” with “Synthetic Porcelain” 

“Pom-Po-Lay,” with “Poro” 

“Fashion Park” and “Fashion Club,” with “Fashionknit’. . 

“Selco,” with “Dryco” 

“Oh Henry” with word “Oh,” followed by a different 
Christian name 

Two marks, one consisting of the representation of a bucket 
of paint, open and having a painter in workman’s clothes 
carrying a paint brush in one hand standing therein, the 
word “Bradley’s” appearing across the side of the 
bucket, the representation of the painter being sur- 
rounded by a ring, the background of which is colored 
red, and the other having the same features as above, 
with the words “Service in Every Can” on the face of 
the ring, does not conflict with a mark consisting of a 
paint can having a lid thereon, with the representation 
of a man in civilian clothes lifting one edge of the lid 
and looking into the can, and the slogan “Look Into It” 
appearing below the can and a ring of white with the 
name of the applicant printed on the face thereof ap- 
pearing on the side of the can and the letters “B P S” 
on an orange background appearing in the ring 

“Pine-O-Sal” and pine tree scene, with “San-I-Sal” 

“Sunblest,” with “Sun-Maid” 

“Aseptikons,” with “Quinseptikons” 

“Fleurs d’Amour” and “Bouquet des Amours,” with “Charme 
qd’ Amour” 
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ing,” with a “golden stripe near the top of the stock- 


ing” and the words “Gold Stripe” ................++-. 266 
“intel Rak,” Wie TAP oo icc gees ctccccicccecsence 267 
PR ee SRE? nao a0 os vin cegnqe seeds ccconacs 268 


A mark consisting of the representation of the earth with 
paint being applied thereto by representatives of differ- 
ent races, and having thereabove the word “Ivormica,” 
with the representation of the globe with a tilted can of 


| paint pouring its contents thereover .................. 270 
F “Hatomng,” WE WTI ini ic obo bcc hie Se eed decece 270 
| SE Te bis od oben o oesws asin seer ged tweens was 317 
i ee a er 318 
SS Se Tak ie. od oss Penh vndiancdsees 318 
Tete ‘Bicina” with “Gleee Bee” on... wise diis ceesteee. 319 
“Undahose,” with “Wunderhose” ................eeeeeeeee 320 
“Rae” WOR STR aioe vs os dons cewntucnausinde cs 321 
i ERNE Ke WED. “HERI bo Gi ars.. « ole ictewiaaitle vinlheid cielayele'e « $28 
SEO WR IN aap tiae os ote o wabnwewnmnenwesscene 329 
“TCC” “EEN. I oo oni 05 ov cae Cabckese ti os 530 
ee See, WU “TR Cn 8 hides Cre wean cindtensdes ee 378 
“Brookdale,” with “Brookfield” ...........cccccccecsccsecs 505 
“Fashiontex,” with “Fashionknit” ....................000-- 506 
“naire.” Wee TU os Pek oslo ia Sewn Be ceaelenes 507 


A picture of a boy and girl in Dutch costume, standing by 
a country road and eating a rusk, in association with 
the words “Old Dutch Rusk,” with a trade-mark con- 

sisting of the representation of a Holland or Dutch 

A trade-mark consisting of the words “Big Indian,” accom- 
panied by the representation of an Indian head, dressed 
after the fashion of an Indian chief, with a mark consist- 

ing of the words “Big Chief,” accompanied by a similar 


| 


The following marks were held not to conflict: 
Pa” WT SFR iin i iid odd bans eas 0 d% s wmesied yess 93 
“Diamond A,” and diamond, with a diamond, containing 

Mi ee ee ee ere eee 94 
Representation of a mattress, surmounted by a Greek cross 
whereon is a circle enclosing a cross, and words, “John 

, A. Schwarz Special Elastic Felt Mattress,” with other 

registered marks which include the device of a mattress, 

this being held publici jurie ...........ccccccccccccess 
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“Palm-Knit,” and picture of palm tree, with “Palm Beach” 
and device of two palm branches .................+05: 
“WGP Wie: ss sib RNS hiin sis Siemtasoccseses 
“Hh, i a. he Go kg nip tontehttnedtness cnneis's ss 
Cre SO ovine Saree euawe cali i ewreiewendas 
A mark consisting of the words “Red and White” and one 
consisting of the words “Black and White,” in the one 
case, and a mark consisting of a square divided by two 
diagonal lines into four equal triangles, two of which 
are red, alternating with two white ones; and a label de- 
sign divided by a diagonal line into two parts, one 
white, the other black, with the words “Black and 
White” shown thereon, in the other, held not decep- 
CI CD otis aecnccccccsvaadevweieoesacetzsaccess 
Se I. UOC «css ites ctta dc Hone Bi ew icad es 
“GR WG MIR oo kina c dnidiicis Seve descr cccee 
“Synthay Porcelain,” with “Synthetic Porcelain” .......... 
SF eS WH. SR” oiisiv cc cee davis cctiins se esd ees 
“Fashion Park” and “Fashion Club,” with “Fashionknit’”. . 
Ce ee Io oie dad cn aitndhs redens sevaseansadecs 
“Oh Henry” with word “Oh,” followed by a different 
TET re ee 
Two marks, one consisting of the representation of a bucket 
of paint, open and having a painter in workman’s clothes 
carrying a paint brush in one hand standing therein, the 
word “Bradley’s” appearing across the side of the 
bucket, the representation of the painter being sur- 
rounded by a ring, the background of which is colored 
red, and the other having the same features as above, 
with the words “Service in Every Can” on the face of 
the ring, does not conflict with a mark consisting of a 
paint can having a lid thereon, with the representation 
of a man in civilian clothes lifting one edge of the lid 
and looking into the can, and the slogan “Look Into It” 
appearing below the can and a ring of white with the 
name of the applicant printed on the face thereof ap- 
pearing on the side of the can and the letters “B P S” 
on an orange background appearing in the ring ........ 
“Pine-O-Sal” and pine tree scene, with “San-I-Sal” ....... 
“Beet” WE MRR RN” evinces cece deweccewivesccce 
“Aseptikons,” with “Quinseptikons” ...............ssee0e- 
“Fleurs d’Amour” and “Bouquet des Amours,” with “Charme 


ee | 
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160 
176 


225 


231 


232 


269 
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The words “$1,000.00 Guaranteed Ozo Waste Pipe Cleaner,” 
and picture of a kitchen sink and maid@d shaking box of 
cleaner, with “Kitchen Klenzer” ....................4. 506 
ee A I 5 6 care ee teereeeVeuisawesedees Gees 510 


a. Marks in Prior Use. 


Neither party held entitled to register its mark under Act of 1920, 
as both used the mark during the prescribed period of one year, and 
there was no exclusive use. The registrations were ordered can- 


celed. 


127 


II, 8, § 21. Goods of Same Descriptive Properties. 


The following were held to be goods of the same descriptive prop- 


erties: 


Men’s dress shirts and negligee shirts, and undershirts, 


drawers, union suits, night robes and pajamas ........ 57 
Men’s hats and caps, and men’s clothing .................. 59 
Men’s suspenders, and men’s underwear, dress, negligee and 

og, SPOT TT PTT IVI GT ITT Ti Pett TLL eee 80 
Mercerized cotton pongee in the piece and mixed silk and 

I 5 80h 6 oe PUES HINT 6c UITE ee ee ee 97 
i EE FI is iki a 0086 6 UTE TAGS ees cons 103 
Cretonnes, and muslin and cotton piece goods ............. 237 


A lard compound, composed of animal fat and vegetable 


oil, and a cottonseed oil shortening compound ........ 257 
Piece goods made of a mixture of wool, silk and artificial 
silk, and cotton piece goods and goods of cotton and 
ig By PUREE TPT LITA TTL TUTTLE Lee 268 
Self-rising flour, and chicken feed .............ccccceceess 327 
Plastic compounds for repairing brick work, and fire brick 
ee ERS OTT ITLL LEE eee eee 329 
Men’s clothes and men’s hats and caps ...............00005 479 
Garters, and adjustable band of inelastic tape for tops of 
rubber boots and heavy stockings ................... 508 


The following were held to be goods of different descriptive prop- 


erties: 


Soft drinks, and tobacco products 
Rubber water bags and rubber bottles, and resilient vehicle 
eT Tet ET Akt ei tT eee 89 
Near beer, malt cereal beverages and malt extract beverages, 
and malt extract in syrup form 
Hand lotions and toilet soap 
xxxviii 
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A preparation for the treatment of the hair and scalp, and 


RPT TTT TT TL ET eee ete 264 
Watches amd alarm CleGk® 2... ceisccccc ci cccccctetccsccece 273 
Olive oil, and effervescent salts and tomato paste ........ 427 


Knit underwear, and ratine, cotton, and silk and cotton 
dress goods, terry cloth, towels, washrags, bath mats, 
and ladies’ combing jackets ..............:eeeeeeeees 507 


II, 8, § 22. Grade Marks. 

Use of word “Ladyfair,” as a trade-mark for yarns, held sufficient to 
warrant cancellation of same word, although opposer’s use had been 
partly as a grade mark, but regarded by the public as a trade- 
mark. 101 


II, 8, § 23. Composite Marks. 

Where the predominating word (“Marshall”) of a trade-mark is the 
name of an individual which is not written in such a way as to make the 
name itself secondary to the rest of the mark, and the descriptive words 
“Quality Maintained” are written above the first part and below the last 
part of the name, respectively, held that it is not improper to segregate 
the parts of the mark and consider them as such and then refuse regis- 
tration of the combined mark. 51 


II, 10. No Trape-Marx Use. 


The words “When Words Fail—Send” do not constitute a technical 
trade-mark, since they do not indicate origin or ownership of the goods 
to which they are attached. 35 


The words “Ready for Use,” held unregistrable, as no trade-mark use 
was shown. 95 


Words “Western Union Telegraph” held not registrable for paper and 
stationery, as such use did not identify applicant’s business. 139 


The words “Read Any Good Books Which You Can Rent by the Day 
or Week, The Readmore Lending Library, The Best Authors, Latest 
Fiction,” held unregistrable for book racks, book shelves and cases, re- 
ceptacles and groups of shelves filled with books. 509 
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II, 12. INTERFERENCES 


II, 12, § 2. Evidence. 

Proof of ownership of a trade-mark may be established either by 
oral testimony or by documentary evidence. One is as competent as the 
other, and if the oral testimony is sufficient to establish proof, documen- 
tary evidence is unnecessary. 253 


Oral testimony, only partially supported by documentary evidence, 
found conclusive. 274 


II, 12, § 3. Burden of Proof. 
Applicant seeking registration twelve years after other party secured 
registration, must bear burden of proof, which it failed to establish. 177 


II, 12, § 4. Suspension. 
Where a Federal Court had granted a preliminary injunction against 


applicant, decision was suspended pending final determination by the 
court. 178 


II, 12, § 6. Review of Decision. 
Refusal to exercise supervisory authority of Commissioner and review 


order of the Examiner of Interferences requiring applicant to answer 


interrogatories under penalty of having case decided against it pro 
confesso. 146 


II, 13. Opposrrions. 


II, 13, § 1. The Opponent. 
It is not essential that the opposer shall have a similar trade-mark to 
justify opposition. It is sufficient that a similar word has been used as 
a trade-mark prior to the adoption of the mark by the applicant. 37 


II, 18, § 4. Answer. 

Where appellant refused to answer a notice of opposition, but in- 
sisted on a motion to dismiss, judgment was properly rendered against 
him, inasmuch as the averments contained in the notice were sufficient to 
create an issue calling for an answer. 39 


II, 18, § 6. Dismissal. 

Held that where, in a proceeding opposing the grant of a registra- 
tion of a trade-mark, applicant moved to dismiss the opposition on cer- 
tain grounds and his motion having been overruled and no answer having 
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been filed within the time fixed by the Patent Office, he could not, in re- 
sponse to an order to show cause why the opposition should not be sus- 
tained, raise new grounds, and on appeal from the decision of the Exam- 
iner, he could urge no other ground than that contained in his motion to 
dismiss. 58 


II, 18, § 9. Suspensions. 

Held that where, prior to bringing opposition, a suit had been brought 
by the opposer seeking to enjoin the use by the applicant of the mark 
shown in his application, the opposition should be suspended pending the 
determination of that suit with the right to the applicant, if the suit 
should be unduly delayed, to petition that the suspension be set aside. 100 


II, 17. CanceLiation. 


II, 17,§ 2. Who May Apply. 

Section (6), Article IX, of the Convention of 1910 seems to provide 
that when a registrant has acquired a mark by use the registration may 
be taken away from him by showing that when he acquired the right to 
use it he knew it was used by another elsewhere, and it may be inferred 
from this that under Section 2 of the Act of 1920 when the original user 
whose mark has been copied enters the United States he is entitled to 
have the registration canceled. 53 


Where appellant, publisher of a weekly review, entered into an agree- 
ment with appellee, whereby the former was to furnish the latter with 
material for a motion picture film, entitled “Topics of the Day,” the latter 
manufacturing and distributing said films at his own expense, the business 
so established was that of the appellee, rather than that of the appellant, 
and the registration of the title “Topics of the Day,” made by the latter 
was rightly canceled. 76 


Where applicant for cancellation established no right to relief, and 
there was no proof that registrant was not the user of the mark when 
he filed application, cancellation was refused. 429 


II, 17, § 5. Evidence. 

In an appeal from a decision ordering cancellation of the registration 
of word “Cadets” as a trade-mark for cigars, where it was shown that 
petitioners had used the same word, long prior to its first use by regis- 
trant, as a mark for cigars, and had demanded that its use by the latter 
be discontinued, held that the showing of probable damage was sufficient 
to sustain cancellation proceedings, despite the fact that petitioners had 
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used the word “Cadets” to some extent as a grade-mark in conjunction 
with other names. 424 


a. Res Adjudicata. 

It is not necessary to hold generally that in every cancellation pro- 
ceeding, a prior interference between the same parties is res adjudicata, 
although it must be res adjudicata with respect to the issues raised or 
necessarily determined by the interference proceeding. 238 


II, 20. Srare anp Locat SrarturTes. 


II, 20, § 1. Texas. 

Registration under the statute (Art. 706, Texas Rev. Stat.) does not 
confer any greater or newer rights than already existed at common law 
without registration. Under the common law, the exclusive use of a trade- 
name was acquired by the one who first adopted and used it, but the 
exclusiveness of its use was confined to the locality or the extent of the 
market where the business was conducted. It is the business, and not 
the trade-name, that is protected. 470 


The right of appellees, who for over two years used with appellant’s 
permission, the name “A B C Store” and other trade descriptions in con- 
nection with their business in Beaumont, Texas, to continue the use of 
such designations held entitled to protection, notwithstanding that appel- 
lants had prior use thereof in the cities of Houston and Galveston, and 
registered the same with the Secretary of State of Texas and later opened 
a competing store at Beaumont. 470 


II, 21. Print ann Laser REeEcistrations. 


A proposed print consisting of the picture of an hourglass on which 
is printed “A Woman’s Time How Much is it Worth?” is not descriptive 
of an article of manufacture, as required by the rules, unless that article 
be an hourglass. 124 


An applicant may not pick out and separate a portion of a circular 
or a pamphlet and register that portion as a print. 124 


A square piece of red cloth upon which is printed in white letters 
“Danger C. Frost Insurance 379-E,” held unregistrable as a print for 
advertising purposes for insurance, as insurance is not an article of manu- 
facture. 333 
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Held that an advertisement of an exposition inviting building mate- 
rial and home equipment manufacturers to exhibit their products is not 
registrable as a print, as it in no way describes any goods. 430 


III. UNFAIR COMPETITION. 
1. Nature anv Basis or Wrone. 


II, 1, § 1. Definition. 

If B represents that his goods are made by A, and if the damage 
therefrom to A is to be seen, there is no consideration which makes it 
controlling whether such damage comes from market competition with 
some article which A manufactures, or in some other way. The injury 
to A and the fraud upon the consumer being present, nothing else is 
needed. 1 


The legal principles of unfair competition are designed to reach al- 
raost any imitation by a business rival of some distinguishing ear mark 
of an established business which is calculated to mislead the public and 
lead purchasers into the belief that they are buying the goods of the first 
manufacturer. 24 


Any conduct which tends to permit one to pass off his goods or busi- 
ness on the public as the goods or business of another constitutes unfair 
competition and may be enjoined. 243 


Unlike the case of a copyright or patent, under which the rights 
originate in a monopoly grant from the Government, unfair competition— 
of which trade-mark infringement is but a part—is grounded on the right 
of both dealer and purchasing public to be protected from frauds of 
which both are victims. 288 


The boundaries to the field of unfair competition are not so narrow 
as to exclude those means and forms of deception which do not depend 
on direct ocular or auricular similitude. 339 


III, 1, § 2. Compared with Infringement of Trade-Mark. 
The doctrine of unfair competition goes beyond the limitations of 
strict technical trade-mark infringement. In the latter, the courts insist 
that the goods be of the same nature or kind. In unfair competition, what 
the Court is concerned with is whether or not the defendant is attempting 
to profit by the established name and reputation of the plaintiff. 494 
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III, 1, § 5. Intent. 
An underlying intent to perpetrate a fraud on consumers must color 
the accompanying acts, and may be taken into account in determining 
the sense in which the words used would naturally be interpreted. 276 


III, 1, § 6. Deception. 

The primary purpose of evidence of actual deception is to show ten- 
dency or likelihood to deceive, and the manufacturer of a counterfeit 
article will be enjoined from selling it, even though his immediate pur- 
chaser is not deceived, if the sale is made with the expectation that it is 
to be used by dealers to deceive consumers. Q77 


Competitor’s deceit in taking away customers of another is action- 
able. 515 


It does not follow, because one merchant is shown not to have exclu- 
sive right to a certain name, that another merchant, possibly enjoying 
such right also, can deceive the public into believing that its goods are 
those of the former, and thus trade unfairly on the investment and repu- 
tation of the former. 533 


III, 1, § 8. Territorial Extent of Rights. 


Where the business of the parties is the same, although not covering 
the same territory, the well-established rule is that, in the use of a trade- 
name one’s protection is coextensive only with his business. 470 


III, 2. Uwnramness 1n Competition. 


III, 2, § 1. Imitating Appearance of Article. 

After plaintiffs had put on the market a doll having a harmonica 
disposed at the mouth, defendants were restrained from putting out a 
doll similar thereto in type, costume or design, and from using the name 
“Harmonica Joe,” or a similar name, and were required to clearly dis- 
tinguish their goods from those of plaintiffs. 24 


While there is no monopoly in the use of a word, color, or ornament, 
yet the right of one to use such combination as he chooses will be re- 
strained, where combination selected so simulates the make-up of another 
as to be likely to divert latter’s customers. 335 


Complainant, owner of the trade-mark “Oh Henry,” for a chocolate 
bar, held entitled to an injunction to restrain the use by defendant of the 
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name “Oh Johnnie” on a bar like that of complainant in everything except 
that it is smaller and sells for half the price. 339 


a. Imitating Color. 
Color may be an effective means of fraud, but it must be a clear case 
in which mere similarity of color in the make-up or dress of goods will 
constitute unfair competition. 335 


Talcum powder and bottles of scent, bearing the trade-names 
“Narcisse Jaune” and “Narcisse de Chine” in ornamented containers, held 
not so evidently in imitation of plaintiff's black containers bearing trade- 
name “Narcisse Noir” as to warrant preliminary injunction restraining 
use of such containers. 335 


After plaintiff had adopted yellow color for its taxicabs, defendants’ 
adoption of same color scheme for their taxicabs of different make, and 
although having many differences of detail which could be clearly ob- 
served by inspection when machines were ranged side by side, held calcu- 
lated to, and did, deceive persons seeking to engage plaintiff's cabs, en- 
titling plaintiff to injunction. 456 


Though general rule is that primary colors as such may not be appro- 
priated and monopolized, and can be used by anyone, defendants could 
not use yellow color scheme for their taxicabs previously adopted by their 
competitor so as to thereby deceive persons seeking to engage competitor’s 
cabs; and their use of such color was restrained. 456 


Respondent, in displaying window signs advertising his hats and caps 
by the use of the same trade-mark and a color scheme and arrangement 
similar to those used by complainant in advertising its men’s clothing, 
held guilty of unfair competition, and was enjoined. 479 


A trade-mark for fountain pen, consisting of red body portion and 
two black ends, alone or in combination with pen of particular size, held 
invalid, as not a proper subject for monopoly. 524 


III, 2, § 6. Names. 
a. Personal Names. 

The use by defendant of the word “Cadyford” as a trade-mark for 
its engines for motor boats was an infringement of plaintiff's “Ford” 
mark on automobiles and engines, especially since defendant’s advertise- 
ments stress the statement that practically every part of the motor can 
be duplicated at stores where Ford parts are sold. 243 
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Plaintiff’s right to the use of the name “Coleman” on ovens, furnaces 
and foundry equipment, derived from its predecessors, by whose use it 
had come to identify such goods as originating with them and with plain- 
tiff, held superior to that of defendants, whose president, F. A. Coleman, 
although the original designer of the furnaces bearing his name, made 
no trade-mark use thereof until long after its first use by the plaintiff; 
and defendants were enjoined from the use of the name “Coleman,” ex- 
cept as a part of their corporate name, but were permitted to use the 
phrase “F. A. C. Equipment for Foundries” in their advertising. 441 


b. Corporate Names. 
The defendant’s use of the name “Rolls-Royce,” a name made 
famous by the plaintiff as a trade-mark for automobiles, on radio tubes 
held unfair competition and enjoined. 


Complainant, Rolls-Royce of America, Inc., organized for the pur- 
pose of extending in America the business of the British corporation, 
Rolls-Royce, Limited, manufacturer of automobiles and aeroplanes, held 
entitled to an injunction against the use of the name “Rolls-Royce Tube 
Company” by defendant in conducting a mail order business for sale of 
radio tubes, in which his own name was not used, there being no legiti- 
mate purpose to be served by the adoption of such name, which, to the 
extent that it enhanced defendant’s standing, endangered that of com- 
plainant. 239 


The public will be presumed to use reasonable intelligence and dis- 
crimination as to corporate names, the same as in dealings with individuals 
having similar names. 361 


Injunction granted to Buffalo Typewriter Exchange, Inc., enjoining 
appellee from conducting similar business on same street under name of 
American Typewriter Exchange, could not be sustained in absence of 
any showing of attempt to deceive or confuse the public or resort to any 
fraud or misrepresentation. 361 


As the word “Equity” has no general significance in the clothing 
trade, the establishment of the defendant’s ladies’ apparel shop under the 
registered name “Equity Gown Shop” in same block as plaintiff's similar 
business, under the name “Equity Specialty Shop,” with another store 
of very narrow width between, held to make out prima facie case of un- 
fair competition, in view of evidence of confusion in delivering mail and 
other matter, entitling plaintiff to injunction pendente lite. 365 
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The use by the defendant in its business in the State of New York 
of its corporate name, Union Mortgage Company of Cleveland, Ohio, 
held unfair competition as against plaintiff, a New York corporation, en- 
gaged in a similar business under the name Union Mortgage Company; 
and defendant was enjoined from a further use of its said name in the 
State. 501 


c. Trade-Names. 

Appellee’s use of the words “Gold Medal” as a trade-mark for pan- 
cake flour, begun by it in 1905, the choice of such words being due to the 
award to appellee of a prize on its flour, was not an infringement on the 
use by appellant of the same words on “straight” or wheat flour, begun 
by its predecessors in 1880. On the other hand, appellant’s use of the 
words “Gold Medal” on pancake flour, begun long after the similar use 
by appellee, held unfair competition, and the order for a preliminary in- 
junction was affirmed. 185 


The word “Standard” as used on cartons containing spark plugs and 
cores, having printed thereon the words “Standard spark plug for Fords” 
and “Standard spark plug core for Fords,” held to mean to purchasers 
for replacement purposes that the spark plugs and cores contained therein 
were those used in factory equipment of Ford cars, on evidence that other 
items of such equipment were advertised as “standard” to indicate that 
fact, and that such had come to be the general understanding of the word 
when used in that connection. 276 


Where plaintiff conducted a restaurant for five years under the name 
of “Marble Hall Branch,” refusal to grant preliminary injunction to re- 
strain use by defendants of the trade-name “Marble Hall Branch No. 3,” 
to designate their restaurant business two blocks away, held error. 14 


d. Literary and Dramatic Titles. 

Where plaintiff used the word “Vogue,” with the device of a woman’s 
head within the distinctive capital letter V as the title of a fashion maga- 
zine mainly devoted to millinery topics, it could not restrain defendant 
from using merely the word “vogue” as a trade-mark for hats; but was 
entitled to an injunction restraining the latter from the use of the dis- 
tinctive letter V and the device of the woman’s head; and the decision 
of the lower court was reversed. 1 


The acts of defendant, in publishing and selling a song written by 
him under the name “Romola,” after plaintiff had published and copy- 
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righted a song having the same title, held unfair competition and 
enjoined. 222 


The use of the name “St. Louis Post-Dispatch” for a newspaper pub- 
lished in St. Louis and of general circulation throughout the country, and 
the registration of the name “Post-Dispatch” as a trade-mark, held not 
to exclude the publishers of a newspaper in Houston, Texas, from the 
right to use the name “Houston Post-Dispatch,” where there was no un- 
fair competition, either in intent or result. 348 


III, 2, § 7. Descriptive Terms. 

The syllables “Coa,” “Co” or “Ko” are no more descriptive of cocoa- 
nut than of cocoa, and arbitrary words containing such syllables adopted 
as trade-marks for nut margarine held not sufficient in themselves to 
establish that the suffix “coa” as used in the word “Nucoa” is descrip- 


tive. 208 


g. Use of Trade-Mark in Name. 

The use by the company of the word “Rosebud” as a trade-mark for 
glacé fruits and confections put out by it, after the adoption and use of 
the said mark by plaintiff, held an infringement thereof, and defendants 
were enjoined from using the figure of a rose or the word “Rosebud” in 
their advertising. and as a trade-mark, but were permitted to use the 
word as a part of corporate name, in letters of the same size and color 
as those used in rest of name. 309 


Where plaintiff had continued for many years the use, begun by its 
predecessor in business, of the name “Tecla” as a trade-mark for jewelry, 
and particularly artificial pearl necklaces, and had later added thereto 
perfumes and toilet articles, the use by defendant corporation, organized 
many years later, in adopting the name Salon Tecla, Ltd., and displaying 
the word “Tecla” prominently in its signs and in advertising a similar 
business, held unfair competition, and was enjoined. 494 


h. Effect of Contract. 

An injunction pendente lite denied in an action to restrain defendant 
from conducting a laundry business within five city blocks of plaintiff's 
place of business, where it appeared that the plaintiff bought his business 
from the defendant’s wife, who executed a bill of sale containing a re- 
strictive covenant against her entering into the same business within five 
city blocks for a period of two years; that the defendant was not men- 
tioned in the bill of sale, and that the only basis for plaintiff's cause of 
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action is an allegation that the defendant was the actual owner of the 
business, which he was operating through the agency of his wife. The 
alleged oral agreement on the part of defendant restricting him from 
entering into competitive business was not shown. 120 


III, 2, § 8. Geographical Terms. 

Held that if “Budweis,” the name of a town in Bohemia, and “Bud- 
weiser” are so nearly alike that the latter could have been called a geo- 
graphical term, the term “Budweiser” is clearly one which has acquired 
in this country a secondary meaning. 103 


The word “Normandy,” which was not registered as a trade-mark, 
cannot be exclusively appropriated by plaintiff as a common-law trade- 
mark, since it is a geographical term. Though it may have acquired a 
secondary meaning in connection with plaintiff's cloth, this does not make 
it a valid common-law trade-mark. 248 


III, 2, § 12. Federal Statutes. 
a. Trade Commission Act. 

Where respondent owned but slightly one-sixth of the stock of a 
hosiery mill, it was not warranted in using the word “Mills” in its cor- 
porate name, in connection with the words “Pure Silk Hosiery,” and it 
was ordered to cease and desist from such use until it actually owns and 
operates, or controls a mill wherein all its hosiery is made or offered for 


sale by it under such title. 63 
III, 2, § 18. State Statutes. 
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III, 2, § 14. Price Maintenance. 

Where the manufacturer of an automobile equipment part sold it in 
large quantities for factory equipment of cars at less than cost, the loss 
expected to be made up by replacement sales at a higher price, held not 
in violation of Clayton Act, § 2, where replacement sales were in open 
competition with other manufacturers. 277 


III, 2, § 19. Other Instances. 

Plaintiff, who purchased defendant’s interest in a copartnership con- 
ducted under the name of “Bershan’s,” and secured thereby the trade- 
name and good-will of the store, is not entitled to an injunction against 
the- defendant on the ground that the latter has entered into a similar 
business and has advised prospective customers of his former connection 
xlix 
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with “Bershan’s,” where it appears that the defendant’s new store is be- 
yond the restricted area specified in the agreement and that he did not 
make use of any list of customers belonging to the former copartner- 
ship; moreover, it appears also that the defendant distinctly stated in his 
notice to customers that he was opening a new store. 503 


Where plaintiff manufactured and sold safes under letters patent, 
with an explosion chamber designed for protection against burglars, 
acts of defendant in manufacturing and selling safes without, a chamber, 
but with a metal band around the door in the same place that plaintiff 
put the chamber, and falsely telling customers that such band was em- 
ployed to cover and close an explosion chamber, held to constitute unfair 
competition, and, if resulting in loss of sales to plaintiff, actionable. 515 


III, 3. Surrs ror Unram Competition. 


Ill, 3, § 1. Jurisdiction. 

Where the suit was between citizens of the same State, a federal 
court had no jurisdiction to consider the charges of unfair competition, 
hence there was no propriety in enjoining defendant from simulation of 
bottle forms and other unfair practices. Plaintiff must base its action 
upon certain registered trade-marks, since, under the statutes, the courts 
have no jurisdiction to enforce rights to common-law trade-marks between 
citizens of the same state. 511 


III, 3, § 3. Pleading and Practise. 

Where a defendant has joined issue without first testing out the 
necessity therefor, or where either party seeks to terminate the matter 
by a mere motion, the motion should present no material questions of 
facts to be litigated. 533 


In ordinary cases, and in the absence of an answer, the allegations 
of the complaint alone are involved and all questions of fact should be 
resolved in favor of the pleader; yet even affidavits have been considered 
when the question of jurisdiction is to be decided. 533 


On the other hand, questions of fact, requiring a trial, should not 
be decided on affidavits and on motion. 533 


III, 3, § 4. Evidence. 
a. Use of Names. 
Evidence of names on electric sign and prepared remedies and drugs 
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included in sale of drug business held to authorize finding that it was 
intended the sale should carry right to so use the names. 110 


For buyer of drug business to use the name “Reid’s Drugs,” etc., 
under which the business had been conducted, and with which prepared 
remedies and drugs had been labeled, as under his contract he had the 
right, held not a misrepresentation to purchasers for which he should be 
denied protection against seller. 110 


III, 3, § 5. Defenses. 

b. Laches. 
Where plaintiff purchased flour from defendant, this was possibly 
constructive notice and such laches, were no other reasons present, might 
preclude injunctive relief. 66 


ec. Estoppel. 

Where complainant, a manufacturer of shoe dressing under the trade- 
mark “Superb,” had known of, and acquiesced in the use by defendant 
of the same word on liquid shoe polish, and priority of use was in doubt, 
the former held not to be entitled to an injunction. 7 


e. Lack of Knowledge. 

Plaintiff held not entitled to an injunction to restrain defendant from 
using the word “Normandy” in connection with the sale of voile fabrics, 
since the evidence established that defendant was not aware that plaintiff 
had the exclusive right or claimed that it had the exclusive right to use 
the word, and as soon as it was informed of plaintiff’s intention, ceased 
to advertise goods under that name. 248 


III, 3, § 6. Relief. 
b. Injunction. 

Defendant’s intentional fraud in adoption of its label “Vogue Hats” 
or “Vogue Hats, Fifth Avenue, New York,” in connection with the trade- 
mark of Vogue Magazine, held to so taint its right to use such label as 
to require it to discontinue use of words “Fifth Avenue, New York,” or 
“New York,” unless modified by a proper manufacturing name (not in- 
cluding the word “Vogue”), but it was required to abandon entirely the 
use of the words “Vogue Hats,” or accompany them with a dis- 
claimer. 519 


wv. Preliminary. 
Application by plaintiff to restrain the defendant from the use of 
the corporate name, which has been approved by the Superintendent of 
li 
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Banks, on the ground that the use thereof will result in unfair competi- 
tion and mislead the public by reason of the similarity of the names, 
should be denied, where the defendant may sustain irreparable damage 
if an injunction issue, particularly in view of the rapidity with which the 
case can be reached for trial. 537 


ce. Accounting of Profits. 

Where a manufacturer of an article infringes a trade-mark or imitates 
a distinctive mark, dress, or label of the product of another, which has 
become established in the trade, and the infringement or imitation, is 
wilful, deliberate, and with the purpose of deceiving, upon application 
of the party injured not only will further manufacture and safe thereof 
be enjoined, but the injured party is also entitled to recover from the 
wrongdoer the profits realized from the sale of such infringing article. 14 


In determining such profits, interest on capital invested in a business, 
to the extent of actual employment in the infringing operations, along 
with other items of expense of production and sale, should be deducted 
from the gross amount received for such product. 14 


The profits to be accounted for in such case are not those which 
might reasonably have been made, but those which were actually realized 
from the sale of the infringed article. The wrongdoer is not permitted 
to profit from his own wrong, but actual cost and expense of production 
and sale should be considered in rendering such account. 14 


The profits recoverable in equity for unfair competition are governed 
by the same rule as in cases of trade-mark infringement and are not 
limited to such as accrue from sales in which it is shown that the cus- 
tomer is actually deceived, but include all profits made on goods sold in 
the simulated dress and in violation of rights of original proprietor. lt 


On an interlocutory decree for complainant for unfair competition, 
the normal order is for an accounting as to both profits and damages, 
and the fact that there has been no proof of actual sales of defendant’s 
goods as those of complainant is not conclusive against recovery. 277 


Where it has been authoritatively determined in a suit that the par- 
ties are bound by allegations in their pleadings that their packages are 
identical in the eyes of the trade, and that the purchasing public makes 
no distinction between them, the one adjudged to have the exclusive right 
to use such package is not required to prove, on an accounting by the 
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other for profits, that there was actual confusion and misleading of pur- 
chasers, and to separate the profits made on such sales from those made 
on other sales; but prima facie he is entitled to recover profits on all sales, 
especially where it was found that the imitation of his package was delib- 
erate and willful. 387 


The rules applicable to assessing damages at law in cases of willful 
conversion or in determining the rights of a fraudulent grantee, who has 
improved the property, do not apply in determining profits which are to 
be allowed in an equity suit as an equitable measure of compensation for 
unfair competition. 387 


On an accounting for profits in a suit for unfair competition, interest 
on the amount of capital invested in the business, to the extent of its 
employment in manufacturing and selling the offending article, is a proper 
item of expense to be deducted. 387 


Where patented machines were necessary in the manufacture of an 
article sold in unfair competition, on an accounting for profits the amount 
invested in patents and patent rights was a part of the capital invested, 
and interest thereon is a proper deduction from gross profits. 387 


Under the peculiar facts of the case the manufacturer and seller of 
an article in unfair competition, on an accounting for profits, held not 
entitled to allowance of interest on the value of the good-will of its busi- 
ness as a deduction from gross profits; nor to deduct the amount of in- 
come and excess profit taxes paid from gross profits on an accounting for 
the trespass. 387 


On an accounting for profits made in unfair competition, interest is 
allowable on amount awarded from date of filing master’s report. $87 
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